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Decisions on  Patentability and Novelty  Criteria* 



KSKardam 


Patent Office Branch,3rd Floor,  Municipal Market Building 
 Saraswati Marg,  Karol Bagh,  New Delhi 110005 


Paper discusses mainly 'invention' and 'novelty'.  Under invention 'manner of manu-
 facture' and non-patentable inventions are discussed  in  detail.  Similarly,  novelty  is 
 discussed along with its sub-classes and various criteria of determining novelty, viz. 


prior publication, public knowledge and prior claiming. 


The fundamental principle of the patent law 
 is that in order to be patentable, any subject 
 matter must be  an  invention  which  should 
 be  new,  useful,  and  non-obvious  and  does 
 not fall  within the clauses of non-patentable 
 inventions.  However,  the term  "invention II 


has been  defined  under Section  2G)  of the 
 Patents Act, 1970 which is at present in force. 


Invention 


According to  the definition mentioned in  the 
 Act, the invention means any new and useful: 


(i)  art,  process,  method  or  manner  of 
 manufacture, 


(ii)  machine, apparatus or other articles, 
 and 


(iii)  substances produced by manufacture 
 and includes any other new and useful 
 improvement of any of them. 


Accordingly, this definition of invention con-
 tains three ingredients: 


(i)  the subject matter should be a manner 
 of manufacture, 


(ii)  it should be new (novel), and 
 (iii)  it should be useful  (utility). 


Manner of Manufacture 


Any  subject  matter  to  be  patentable  must 
 relate  to  a  manner  of  manufacture  which 
 includes not only a process of manufacture 
 but also  a manufactured product. Although 


Paper presented at the Technology Appreciation Seminar on  Intellectual Property Rights Organized by  the 
Foundation for Innovation & Technology Transfer on  13 Sept 1997 at lIT, Delhi. 



(2)208  J INTELLEC PROP RIGHTS, JULY 1999 


the  Patents  Act,  1970  does  not  define  the 
 tenn  "manufacture"  the  Controller  has  re-
 sorted  to  a  dictionary  meaning  where  the 
 term  "manufacture"  has  been  defined  as 
 making of any article, substance or product. 


Accordingly,  any  art,  process,  method  or 
 manner  of  manufacture  must  result  into 
 either a substance or an article. 


Another  reason  why  any  art,  process, 
 method  or manner of  manufacture should 
 result into a substance or article is  that the 
 provisions  of  Section  48(2)  of  the Patents 
 Act, 1970 confer upon the patentee the exclu-
 sive rights only for an article or substance or 
 for a method or process of manufacture of an 
 article or  substance.  Article  includes  any 
 machine or apparatus. 


Examples: 


(1) A process for opacifying a gaseous me-
 dium  transparent  to  optical  and  infra-red 
 (IR)  bands at electromagnetic waves spec-
 trum which comprises of diffusing in  said 
 medium  a  boron  trichloride  aerosol  at  a 
 delivery rate sufficient to attenuate electro-
 magnetic  radiation  extending from  0.4  to 
 15 !lm to an extent greater  than  90%.  In 
 fact,  it  was  a  claim  for  the  preparation  of 
 artificial clouds for preservation of objects 
 from  destruction or deterioration. The ap-
 plication  for  patent  was  refused  on  the 
 ground  that  the  cloud  is  neither  a  sub-
 stance  nor an  article and  lacks manner of 
 manufacture  and  therefore does  not con-
 stitute an invention within the provision of 
 Section 2 (i) G) of the Act.  The order of the 
 Controller of Patents was challenged in the 
 High  Court of Delhi  who  remanded  back 
 the whole case  to  the Controller  to  con-
 sider the case a  fresh  on the ground  that 
 the process patents are available under the 
 provision of the Patents Act,  1970. 


On futher consideration  of the  case on the 
 direction of the Court, the Controller of Pat-
 ent  affirmed  his  earlier  decision  that  the 
 process for opacifying a gaseous medium is 
 not  a  manner  of  manufacture and  hence 
 does not constitute an invention. 


(2)  Another application was filed for a proc-
 ess of copying or duplicate documents. The 
 said  process  comprises  of  the  following 
 steps: 


(a)  focusing  the  image of an  illuminated 
 object on to a light sensitive surface to 
 develop thereon a latent image of said 
 object, 


(b)  using said latent image to produce ton-
 ner image  on  the face of a  copy sub-
 strate, 


(c)  directing radiant energy on  to  curved 
 surface of a  receptor to  heat  the said 
 curved surface, and 


(d)  transporting  said substrate past  said 
 receptor  which  causing  tangential 
 pressureless  contact  between  the 
 heated surface of receptor and tonner 
 image. 


The process of copying, which may be com-
 pared to a process for preparing an image of 
 any  substance  wherein  substance remains 
 independent of image and image is just rep-
 lica of original substance without any differ-
 ent characteristics from original and original 
 substance remain unaltered, does not result 
 either  into  substance  or alticle,  therefore 
 does not constitute an invention under Sec-
 tion 2(1) 
G) 
and hence not patentable. 

However,  any  apparatus or  machine for 
 copying or duplicating is patentable. 


Similarly, the method of producing images 
on film  and  a  method of signal  processing 
are not  held  patentable  for  the  reasons as 
stated above. 
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A method  for the  production  of electric 
 power by exploiting solar energy or a proc-
 ess for generation of electricity from  carbo-
 naceous fuel was not held  to constitute  an 
 invention  within  the  provisions  of  the  Pat-
 ents Act,  1970 since said  process/method 
 does  not  result into  the  production  of sub-
 stance or article which is tangible in order to 
 satisfy the manner of manufacture.  In other 
 words electricity/power can  in  no way be 
 said to be a tangible substance or article. 


Non-patentable Inventions 


Certain inventions, although satisfy the cri-
 teria of invention under Section 2 (1) 
G) 
of the 
 Patents Act,  1970, are not patentable under 
 Section 3 of the Act.  They are as follows: 

(a)  The  invention  which  is  frivolous  or 
 contrary  to well-established  natural 
 law. 


Examples 


(1)  "A method of showing time on the ba-
 sis of metric  system"  wherein  dial  of 
 time piece having three hands for indi-
 cating, hour, minutes and seconds was 
 divided  into  10  parts  for  hours, each 
 hour into 100 minutes and each minute 
 into  100  seconds.  The invention  was 
 held  frivolous  and  not considered a 
 patentable invention. 


(2)  Merely  making  in  one  piece, artides 
 previously made in two or more pieces 
 is frivolous. Mere usefulness is not suf-
 ficient  [Indian  Vacuum  Brake'CBm-
 pany Ltd vs Laurd (AIR 1962, Cal 152) ]. 


(3)  Perpetual motion machines alleged to 
 be giving output without input are not 
 patentable as they are contrary to natu-
 rallaw. 


(b)  Invention, use of which would be con-
 trary to law or injurious to public 
 health. For example, any device, appa-


ratus or machine for gambling, theft, 
 etc. are not patentable. 


(c)  Mere discovery of a scientific principle 
 or formulation  of an  abstract theory. 


However, the application of such scien-
 tific principles in the process of manu-
 facture  resulting  into  a  substance or 
 article is patentable. 


(d)  Mere discovery of any new property or 
 new use for known substance or mere 
 use of known process, machine or ap-
 paratus unless such process results in 
 a new product or employs at least one 
 new reactant. 


Examples 


(1)  Mere use of Aspirin for cardia-vascular 
 disease, which was earlier used for an-
 algesic  purpose,  is  not  patentable. 


However,  a  new and alternative 
 method for preparing Aspirin is patent-
 able. 


(2)  "Metric  time  showing  Device" 


(101/Bom/72). The device comprises 
 a normal clock or watch having usual 
 hands  for  indicating  hours,  minutes 
 and seconds, wherein dial or like visual 
 numerical  indicators are divided  into 
 10 large divisions for  hours, hours di-
 visions are  divided  into  100  divisions 
 indicating  minutes and  each minute 
 divided  into  100  parts  representing 
 seconds.  It was held to be a mere use 
 of known device hence not patentable. 


(e)  A substance produced by mere admix-
 ture resulting  into  aggregation of the 
 properties of the components thereof 
 and a process for producing such sub-
 stance. 


Examples 


(1)  Anti-perspirants compositions for ap-
 plication  to  human  skin 


(63/Bom/75). The said composition 
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comprises  of:  (a)  a  non- cellulosic 
 moisture  absorbing  polymer  capable 
 of absorbing  moisture  atleast equiva-
 lent  to  its  weight,  and  (b) a  carrier. 


The composition  was held  admixture 
 thereby not patentable for the reason 
 that the composition has got the total 
 sum of  the  properties of  two  compo-
 nents  namely,  the  properties of  ab-
 sorbent polymer to absorb moisture or 
 to  absorb  perspiration  on  being ap-
 plied  to  human skin,  which has not 
 been in any way influenced by the pres-
 ence  of said carrier and  where usual 
 properties of carrier are  to  act as car-
 rier or diluent. 


(2)  A  composition  of  two  drugs,  i.e. 


Paracetamol and Ibuprofen for curing 
 fever and pain or process  of prepara-
 tion  thereof is  not  patentable  for the 
 reasons that the composition  is  mere 
 admixture of two drug components re-
 sulting into aggregation  of properties 
 thereof since paracetamol  is  well-
 known  for  treatment for fever and 
 other one for treatment of pain.  How-
 ever, if the mixture of these two drugs 
 can give some unexpected  results  in 
 the  treatment,  then  the  process of 
 preparation of  such composition can 
 be considered patentable. 


(f)  Mere  arrangement  and rearrange-
 ment or duplication  of  known  device 
 functioning independently. 


Examples 


(1)  Umbrella with fan  (388/Bom/73). 


(2)  Bucket fitted with torch. 


(3)  Clock  and transistor  in a  single cabi-
 net. 


They are not patentable since they are noth-
 ing  but mere  arrangement and rearrange-
 ment  without  having  any  working  inter-


relationship between them and  functioning 
 independently of each other. 


(4)  Another example is ofplay-cum-educa-
 tional  device  (1532/Ca1/76). The de-
 vice  comprises  of  a  chart, a  s_t  of 
 tokens  for  players  and  one  or  more 
 dice. It was held not patentable under 
 the provisions of this section since the 
 chart, token and dice,  all are working 
 independently of each other and there 
 is no inter-relation between them. 


(g)  Any method of testing. 


Examples 


(1)  Process for testing of chlorine level in 
 the water. 


(2)  A  method  of  laboratory  testing in 
 water-based culture media for zones of 
 inhibition  (31O/DeI/80). 


(h)  A  method  of agriculture  or horticul-
 ture. 


Examples 


(1)  A  method for  cultivation  of  an  algae 
 (264/Ca1/79) . 


(2)  A  method  for  production of  mush-
 rooms (445/De1/93). 


Both  these  methods were  held  not  patent-
 able for  the  reasons  that the production of 
 mushrooms and cultivation of  an algae 
 analogous to  agriculture, since they belong 
 to plant kingdom  and  therefore fall within 
 the provisions of this section. 



(0 
 Any  process for treatment of animals, 
 plants  and  human  beings to  render 
 them  free of  disease or  to increase 
 their economic value. 

Examples 


(1)  A  method  of  treatment  of  malignant 
tumour cells and method of removal of 
dental plaque and carries are  not pat-
entable, since they are held to be treat-
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ment of human beings. However, such 
 treatments are patentable in  USA 
 (2)  A method of cultivation of an algae and 


method of production of mushrooms 
 as quoted above are  held  not  patent-
 able under the provisions of this sec-
 tion for the reasons that the purpose of 
 applicants  inventions is to  achieve 
 varying  degree  of growth  promotion, 
 increased output, improved quality 
 which  definitely increases their eco-
 nomic value. 


The  inventions  relating to  Atomic Energy 
 falling  under Section  20  of the Atomic En-
 ergy Act, 1962 are not patentable under Sec-
 tion 4 of the Patents Act. 


The inventions relating to  substances capa-
 ble of being used as food, drug or medicine, 
 or prepared by chemical  processes (includ-
 ing alloys,  optical  glass,  semi-conductors 
 and inter-metallic compounds)  are also not 
 patentable under Section  5  of  the  Patents 
 Act.  However, the  method  or  process  of 
 their manufacture is patentable. 


Invention Relating to Improvement and/or 
 Combination 


An  improvement on  something known be-
 fore  or combination of different matters al-
 ready  known  in order to  be patentable 
 should be more  than mere  workshop  im-
 provement and  must independently satisfy 
 the test of invention  or inventive step. The 
 improvement or combination must produce 
 a new result or a new article  or a betie . or 
 cheaper article than  before. TIle combina-
 tion  of old  known  integers may be so com-
 bined that they may produce a new process 
 or improv  d  results  by their  inter-relation 
 working. Mere collection of more than one 
 integers or things not involving the exer'cise 
 of any inventive faculty does not qualify for 
 the grant of a patent. 


Novelty 


Another cIiteIia  for  patentability  of  any in-
 vention is  that it should  be new, i.e.  novel. 


Therefore, if the subject matter does consti-
 tute or satisfy the requirement of manufac-
 ture but lacks in  novelty, then no patent can 
 be granted.  There is  no  absolute  test  uni-
 fonnly applicable in all  circumstances  that 
 can  be devised  to  certify the novelity  of an 
 invention.  However  certain  broad  criteIia 
 can be indicated as to whether the invention 
 as claimed  has  been published,  publicly 
 known, used or practised or claimed before 
 or at the date of the application. 


These novelty cIiteria can be classified into 
 following broad classes. 


Absolute novelty- In the case of this class of 
 novelty, the cIiteIia are whether: 


(i)  the  invention  has  been  published  in 
 any  of the  document  published  any-
 where in the world. 


(ii)  the invention has been  publicly 
 known, used or practised any where in 
 the world. 


Relative novelty-The Cliteria for  this class 
 of novelty are, whether: 


(i)  the invention  has been published in 
 any  of the  documents published  any-
 where in the world. 


(ii)  the invention has been publicly known 
 or used or practised within the countIy 
 Ondia). 


Territorial novelty- The criteria for  this 
 class of novelty are whether:-


(i)  the invention has been published in 
 any of the document published within 
 the country. 


(ii)  the invention has been publicly known 


or publicly used or practised within the 
counby. 
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It is to be noted that in India as far as the prior 
 publication  is concerned, criterian  of abso-
 lute novelty is followed,  i.e.  any documents 
 . published  in  India  or elsewhere. However, 
 as  far  as  prior  public  knowledge or  prior 
 public use is concerned, criteria of territorial 
 novelty  is  followed,  i.e.  prior public  knowl-
 edge or  prior  public  use  within  India.  In 
 other words,  in sum, it can be inferred that 
 under present law,  Indian  practice is to  fol-
 low the criteria of relative novelty as a whole. 


The  question  of  novelty  or  anticipation 
 which deprives an invention its patentability 
 is considered at four stages: 


(i)  examination stage (Section 13). 


(ii)  opposition stage  (Section 25). 


(iii)  revocation stage (Section 64). 


(iv)  in a suit for infringement as defence by 
 defendant [Section 107(1)]. 


Prior Publication 


This criteria to deterrnine  novelty is  taken-
 up at aD'stages. The prior publication  must 
 contain clear,  specific  and complete disclo-
 sure of the impugned invention.  The prior 
 disclosure anticipating the impugned inven-
 tion must be contained in a single document. 


However, mosaic of prior publications each 
 anticipating a part of impunged invention is 
 not permissible though such mosaic of prior 
 citations may be considered to consider the 
 question of invention's ingenuity while con-
 sidering the obviousness and lack of inven-
 tive merit. 


Test of anticipation-The law regarding an-
 ticipation based on prior publication or prior 
 document was laid down by Lord Westbury 
 in Hills vs Evans, which is as follows: 


_ I I  a person of ordinary knowledge  of the 


subject would at once perceive and under-
 stand and be able  practically  to apply  the 
 discovery  (invention)  without the necessity 


of making further experiments", -informa-
 tion given by the prior publication must for 
 the purpose  of practical  utility  be equal  to 
 that given by the subsequent patent. 


It  means  no experiment should  be carried 
 out with a view to discovering something not 
 disclosed.  Secondly,  information given 
 must be equal to  that given  in subsequent 
 patent.  But  it  does not  cover  the ca&e of 
 mere translation of document from  one lan-
 guage to  another.  However,  in case of any 
 difference between the impugned invention 
 and  prior  published  document,  the differ-
 ence must not be obvious. 


Exceptions 


The following  prior  pubications  would  not 
 constitute  an  anticipation  of  the  invention 
 resulting in the refusal of the grant of patent: 


(a)  Publication of the invention under op-
 position  in a patent specification filed 
 before  1st  January  1912  [Section 
 29(1) ]. 


(b)  If the subject matter constituting prior 
 publication was obtained from the ap-
 plicant or his predecessor in  title and 
 was published without his consent and 
 the patent application was filed by the 
 applicant as soon as reasonably practi-
 cable  after such publication  but  this 
 privilege would  not be available if the 
 invention,  before the  priority  qate of 
 the claim, was commercially worked in 
 India  otherwise that for  the purposes 
 of reasonable trial by the applicant or 
 his  predecessor  in  title  [Section 29 
 (2)]. 


(c)  If the invention  under opposition  has 
 been  communicated  to  the  govern-
 ment to investigate the invention or its 
 merits (Section 30). 


(d)  If the invention  under opposition has 
been displayed with the consent of the 
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l11le  and first inventor at an industrial 
 or other exhibition to which the provi-
 sions of Section 31  of the Patents Act 
 have  been extended by  the  Govern-
 ment of India by notification in the Ga-
 zette of India or the description of the 
 invention under opposition  is con-
 tained in a paper read by the true and 
 first  inventor before a learned society 
 or published  in  the  transactions of 
 such a society of the patent application 
 is filed not later than 6 months after the 
 opening of the exhibition or the read-
 ing or the publication of the paper, as 
 the case may be (Section 31). 


(e)  The  invention  under opposition  was 
 publicly worked in  India  at any  time 
 within one year before the priOlity date 
 of the relevant claim by the  applicant 
 or by any  other person with his con-
 sent, if the working was affected for the 
 purposes of reasonable trial only and if 
 it was  reasonably  necessary,  having 
 regard to  the  nature of the invention, 
 that the working should be affected in 
 public (Section 32). 


Prior Public Knowledge or Public Use 
 This criteria  of detennining  novelty  is  lim-
 ited to public use in India only.  The reason 
 being that this is a matter to  be decided on 
 the basis of evidence and it is very difficult 
 to  prove the cases of prior use outside the 
 country.  Secondly,  the  criteria  meant  for 
 protecting the interest of pnor users in India. 


A perSOll  who  is manufacturing the thing 
 should not be stopped from doing what he 
 has done before or has been doing before 
 the  priority  date.  FUliher,  this  ground is 
 taken-up at the stages  as mentioned  above 
 except examination stage. The reasons why 
 this is not taken-up  at examination  stage is 
 that Patent Office cannot have direct access 


to  the market.  It has been an established 
 practice that the scale of use is not material. 


A single case  of  manufacture and  sale.or 
 manufacture and use  in ordinary course of 
 business or even offer for sale is sufficient 
to 


invalidate  the  patent.  The  importation of 
 product produced  by invented  process will 
 be considered a prior  knowledge or  prior 
 use in India  before priority date  of  claim. 


However, if such importation is only for the 
 purpose of reasonable trial or experiment, it 
 will not invalidate the grant of patent. 


Exceptions: Prior use will not invalidate the 
 grant of patent if it is for: 


(a)  secret use. 


(b)  for the purpose of reasonable  trail  or 
 experiment only. 


Secret use-In deciding the question of prior 
 use  no account will  be taken  of any  secret 
 use.  However, whether  the  prior use 
 amounts  to  a  secret use, will depend  upon 
 the particular circumstances of the case and 
 therefore  matter  to  be judged selectively 
 since  the  words  "secret"  has  not been de-
 fined  in the Patents Act. 


Exceptions: Secret prior use does not invali-
 date a patent if it was a secret prior use: 


(a)  by the government depaliment or any 
 other  person authorized by  the  gov-
 ernment. 


(b)  by any  person without the consent or 
 knowledge of the applicant. 


Prior Claiming 


'n1is criteria of novelty is considered at all 
the four stages, i.e. examination, opposition, 
revocation and in a suit for infringement as 
defence by  the defendant.  However, the 
grant of patent will not be refused or invali-
dated on  the ground of prior claiming if the 
patent as relied  on, has not been published 
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on or after the priority date of the applicants 
 claim. 


In  addition  to  above  two  criteria,  the  third 
 ingredient of an invention is  usefulness  or 
 utility. If the invention is devoid of utility, no 
 patent can be granted. However, it does not 
 mean commercial utility or comparative util-


ity  or competitive utility.  It is sufficient to 
 show that invention has some utility. 


This discussion on 'invention', 'novelty' and 
'usefulness' is  intended  to  help  to  a great 
extent in  deciding whether a particular sub-
ject matter is patentable or not. 
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